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DETAILED ACTION 

1. This action is issued in response to applicant's amendment filed 8/26/05. 

2. Claims 33-45, and 53-63 are pending. Claims 1-32, and 46-52 are withdrawn. 

3. Applicant's arguments filed 8/26/05 have been fully considered but they are not 
persuasive. 



Claim Rejections - 35 USC § 112 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 33-45, and 53-63 rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Regarding Claims 33-45 the claimed subject matter in "using camera to capture at least 
one image, and using said camera to capture information associated with said image, wherein 
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said information is stored in a database". No support found in the specification for this 
amendment. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 33-39, 40-45 5 53-55, and 60-63, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Slater et al. (Slater hereinafter) (US Patent 6,483,570) in view of Parulski et al 
(Parulski hereinafter) (US Patent No. 6,629,104). 

Regarding Claims 33, 59, Slater discloses a method comprising: 

using camera to capture at least one image; (see Col 5, lines 52-55, Slater), Slater is silent 
regarding the use of a digital camera, although, no images can be captured or processed without 
the use of a camera and to expedite the prosecution the Examiner presents a secondary reference 
Parulski discloses the use of a camera to capture images (Fig. 2, 10, Col. 3, lines 39-45). It would 
have been obvious to use the camera to capture photos since it's the only way images can be 
captured. 

capture information associated with said image, wherein said information is stored in a 
database; and (see Col. 2, lines 55-63, Parulski); and 
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using said information to generate a label having an identifier, wherein the label is 
adapted to be affixed to a storage device that is adapted to hold printed copies of the plurality of 
images (see column 6, lines 1-8, Slater, Col 3, lines 14-26, Parulski). 

Regarding Claim 34, Slater in view of Parulski discloses a method wherein said image is 
a digital image further comprising: 

storing each image of the plurality of images in said database (see column 7, lines 30-37, 

Slater); 

Regarding Claims 35, and 44, Slater in view of Parulski discloses a method wherein 
capturing said information comprises: 

forming metadata during formation of said image(see column 7, lines 51-54, Slater). 

Regarding Claim 36, Slater in view of Parulski discloses a method wherein capturing said 
information comprises: 

accepting said information from a user (see columnlO, lines 19-27, Slater). 

Regarding Claims 37, and 43, Slater in view of Parulski discloses a method wherein the 
information is at least one of: 

GPS coordinates; 

a time; 

a date; 

camera information; 

an audio file; 

at least one keyword; 

a description of subject matter of the image (see column 15, lines 1-6, Slater); and 
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an event associated with the image (see column 6, lines 1-10, Slater). 
Regarding Claims 38, Slater in view of Parulski discloses a method wherein the 
storage device is selected from the group consisting of: 
an envelope (see column 7, lines 60-65, Slater); 
an album; and 
a box. 

Regarding Claim 40, Slater in view of Parulski discloses a method further comprising: 
forming at least a portion of the plurality of images by a non-digital camera (see column 

10, lines 32-39, Slater); and 

converting the at least a portion of the plurality of images into digital form (see column 

10, lines 2-10, Slater). 

Regarding Claim 41, Slater in view of Parulski discloses a method further comprising: 
placing the label on the storage device (see column 7, lines 60-65, Slater); and 
placing printed copies of the plurality of images in the storage device (see Fig. 7, Slater). 
Regarding Claim 42, Slater in view of Parulski discloses a method further comprising: 
searching the database with a query to locate a printed copy of one image of the plurality 

of images (see column 6, lines 3 1-43, Slater); 

providing the identifier associated with the one image (see column 6, lines 44-47m 

Slater) ; 

locating the storage container with the label having the identifier (see column 6, lines 45- 
49, Slater); 
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searching the storage container for the printed copy of the one image (see column 7, lines 
30-35, Salter). 

Regarding Claim 45, Slater in view of Parulski discloses a method further comprising: 
searching the database with a query to locate the printed copy of the image (see column 

6, lines 31-43, Slater); and 

providing the thumbnail representation of the image (see column 10, lines 19-27, Slater). 
Regarding Claim 53, Slater in view of Parulski discloses a method comprising: 
generating information identifying an image at a time said image is captured (Col. 2, lines 

28-38, Parulski); 

automatically producing meta-data associated with said image (Col. 3, lines 9-13, 
Parulski); 

providing the meta-data into a database (Col. 3, lines 5-8, Parulski); 

generating a label that is adapted to be affixed to a storage device adapted to hold a 
printed copy of said image, wherein said label has an identifier generated from said identifying 
information (see column 6, lines 1-8, Slater, Col. 3, lines 14-26, Parulski); and 

providing said identifier into said database (Col. 6, lines 9-21, Parulski). 

Regarding Claims 54, Slater in view of Parulski discloses a method wherein said identifying 

information is automatically generated by a device capturing said image (see column 14, 

lines 6-8, Slater);. 

Regarding Claims 55, Slater in view of Parulski discloses a method further comprising: 
providing a thumbnail representation of the image into the database(see column 1 1 , lines 
20-30, Slater); and 
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printing the thumbnail representation on the label (see column 11, lines 30-46, Slater). 
Regarding Claim 56, Slater in view of Parulski discloses a method wherein the meta-data 
includes global position system (GPS) coordinates acquired at a time when the image is 
produced. 

Regarding Claim 60, Slater in view of Parulski discloses a method further comprising: 
generating a thumbnail of said image on said label (see column 11, lines 20-30, Slater). 
Regarding Claim 61, Slater in view of Parulski discloses method further comprising: 
organizing said images on said computer using said meta-data (Col 5, lines 43-54, 
Parulski). 

Regarding Claim 62, Slater in view of Parulski discloses a method further comprising: 
automatically creating, with said computer, said identifier (col. 6, lines 1-8, Parulski). 
Regarding Claim 63, Slater in view of Parulski discloses a method further comprising: 
storing, in said computer, said meta-data, said user data, and said identifier (col. 6, lines 
1-8, Parulski). 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 39, 56-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over Slater et 
al. (US Patent 6,483,570) in view of Parulski et al (Parulski hereinafter) (US Patent No. 
6,629,104) and further in view of Reed (US Patent No. 6,426,801). 
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Regarding Claim 39, the combination of Slater in view of Parulski discloses all of the 
claimed subject matter as set forth above. However, the combination of Slater in view of Parulski 
is silent with regard to the method of forming at least a portion of the plurality of images by a 
digital camera. However, Reed on the other hand discloses the use of formatting at least a portion 
of the plurality of images by a digital camera (see column 6, lines 26-32, Reed). It would have 
been obvious to one of ordinary skill in the art to develop films from digital camera as suggested 
by Reed, with the motivation of increasing the market share and make it accessible for higher 
verity of customers, which in other words increase the company's revenue. 

Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Slater et al. (US 
Patent 6,483,570) in view of Parulski et al (Parulski hereinafter) (US Patent No. 6,629,104) and 
further in view of Kinjo (US Patent No. 6,813,395). 

Regarding Claim 56, the combination of Slater in view of Parulski discloses all of the 
claimed subject matter set forth above. However, Slater does not disclose the use of the GPS to 
coordinates acquired at a time when the image is produced. On the other hand, Kinjo discloses 
the use of the GPS coordinating at the time the image is produced. It would have been obvious to 
one of ordinary skill in the art at the time of the invention to use the GPS in coordinating the time 
of the image is to provide the user with higher and more specific details as taught by Kinjo 
column 23, lines 1-54- 

Regarding Claim 57, Slater in view of Kinjo discloses a method further comprising: 
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searching for the image in the database by submitting a query to the database, wherein the 
query includes criteria associated with at least one of the meta-data and the user data (see column 
24, lines 32-42, Kinjo). 

Regarding Claim 58, Slater in view of Kinjo discloses a method further comprising: 
displaying a thumbnail representation of the image upon matching the query to the image 
in the database (see column 17, lines 48-57, Slater). 

Response to Arguments 

With respect to applicant argument Examiner believes all the argued limitations are not 
disclosed or defined in the specification on the application. 

Applicant argues that the Examiner did not" establish a prima facie case of obviousness; 
three basic criteria must be met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill on the art 
to modify the references or to combine reference teaching. Second, there must be a reasonable 
expectation of success. Finally, the prior art cited must teach or suggest all the claim limitations". 
Without conceding that the combination of Slater and Parulski meets any of the other 
requirements. The applicant points out that such combination fails to teach or suggest all of the 
claim limitations of applications invention. 

Examiner disagrees with the application statement of the "without conceding that the 
combination of Slater and Parulski meets any of the other requirements " 
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Examiner believes that a prima facie case has been established. First, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill on the art to modify the references or to combine reference 
teaching. 

The Slater reference teaches the method of processing captured images which must be 
captured by a camera there is no other ways to capture images without the use of camera, so the 
use of camera in this case is inherent, the Parulski teaching the use of a camera in capturing 
images which can be processed by the Slater, the combination is this case is obvious to one of 
ordinary skill in the art at the time the invention was made. 

Second, there must be a reasonable expectation of success. Examiner response without 
the use of camera to capture mages as taught by Parulski the Salter system will not work in the 
first place and that is a reasonable expectation of success. 

Finally, the prior art cited must teach or suggest all the claim limitations. Examiner 
addressed all the limitations claimed as stated in the rejection above. 

Applicant argues that the Parulski citation relied on by he Examiner did not teach the 
claimed limitation of" using said camera to capture information associated with said image". 

Examiner disagrees. Since the applicant did not defined a specific way to capture the 
information associated with the image in specification. The Examiner interpreted to correspond 
to the method of creating a label for the images in order to retrieve the saved images, which is in 
other words capturing information associated with the images. 



* 
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Points of Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sana Al-Hashemi whose telephone number is 571-272-4013. 
The examiner can normally be reached on 8Am-4:30Pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Rones can be reached on 571-272-4085. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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